REMARKS 



Applicant has studied the Office Action dated October 22, 2004, and has made 
amendments to the claims. Claims 2-10 and 12-13 have been canceled without prejudice. 
Claims 1 and 1 1 have been amended. No new matter has been added. It is submitted that the 
application, as amended, is in condition for allowance. Reconsideration is respectfully 
requested. 

Rejection under 35 U.S.C. § 102 

Claims 1 , 2, 6, 7 and 1 1-13 were rejected under 35 U.S.C. § 102(b) as being anticipated 
by EP 0744866 A2, to Saarinen et al. ("Saarinen et al. M ). This rejection is respectfully traversed. 

A proper rejection for anticipation under § 102 requires complete identity of invention. 
The claimed invention, including each element thereof as recited in the claims, must be 
disclosed or embodied, either expressly or inherently, in a single reference. Scripps Clinic & 
Research Found, v. Genentech Inc. , 927 F.2d 1565, 1576, 18 U.S.P.Q.2d 1001, 1010 (Fed. Cir. 
1991); Standard Havens Prods., Inc. v. Gencor Indus., Inc. , 953 F.2d 1360, 1369, 21 
U.S.P.Q.2d 1321, 1328 (Fed. Cir. 1991). 

The present invention defined by claims 1 and 1 1 relates to an apparatus and method in 
caption broadcasting of a digital TV (DTV) transmission for automatically selecting a caption 
language in a DTV receiver, for thereby continuously outputting a caption of a selected 
language that a user has selected in advance, even if the program or receiving channel of the 
TV is changed. Saarinen et al. relates to a subtitle selection priority method for a video picture. 
The caption and subtitles are transmitted to a receiver via a teletext channel, and the caption 
language is identified in header text and selected according to a priority assigned by the user in 
a specification (setup table). 

As described at page 5, lines 22-25 and page 7, line 19 to page 8, line 6 in the 
specification of the present application, the receiving unit 310 receives a data stream of a DTV 
transmission (PSIP data stream) . The input control unit 330 receives a caption language 
selection selected by a user. The user menu tasking unit 323 receives the caption descriptor 
from the PSIP tasking unit 322 whenever the broadcasting program is changed or the caption 
language setting is turned on or off, and transmits the selected language information into the 
caption parsing unit 325. 

The caption parsing unit 325 then extracts the caption service ID corresponding to the 
selected language in the user menu tasking unit 322 from the caption descriptor and then 
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transmits the ID to the caption interpreting unit 326 together with the caption data received from 
the decoding unit 324. The caption interpreting unit 326 extracts caption data of the selected 
language corresponding to the caption service ID from the received caption data and properly 
displays the caption of the selected language on the screen through the output unit 340. 
Accordingly, the user can continuously watch the captions in the predetermined caption 
language on the screen by setting the preferred caption language, even if the program is 
changed. 

In Saarinen et al., the receiver receives the specification table included in the teletext 
signal (a data signal related to the D2MAC television standard contains tabular information in 
hexadecimal codes about the transmission languages of the audio channel and the subtitle 
languages), wherein the specification table includes the audio channel and subtitle language 
transmission data, their identifier codes (= language codes) and plain-language information. 
The receiver also reads a preprogrammed specification table stored in memory having the 
viewer's subtitle language choices, and displays the subtitles according to the prioritized 
choices. 

Specifically, Saarinen et al. discloses the use of identifiers (such as the page number 
and text page identification code "PTP") to search for the specification table of that particular 
program channel (see column 6, line 36 to column 7, line 1 of Saarinen et al.). Namely, an 
identifier of the specification table is stored into a memory register and a subtitle is displayed in 
the specification table according to the identifier. 

Even if means equivalent to the recited menu tasking unit and decoding unit are 
arguably disclosed in Saarinen et aL, a caption parsing unit for extracting a caption service 
number corresponding to the selected caption language from the caption descriptor or a caption 
interpreting unit for extracting the caption data of the selected language corresponding to the 
selected caption service number is not taught or suggested in Saarinen et al. 

Moreover, the present invention differs from Saarinen et al. because the receiver of the 
present invention receives a DTV transmission (PSIP data stream) while the receiver in 
Saarinen et al. receives a teletext signal. In view of the above, it is respectfully submitted that 
amended claim 1 and 1 1 are allowable over Saarinen et al. 

Rejection under 35 U.S.C. 5 103 

Claims 3-5 and 8-10 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Saarinen et al. for the same reasons that were set forth for claims 1, 2, 6, 7 and 11-13. 
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With this amendment, it is respectfully submitted that claims 3-5 and 8-10 have been 
canceled without prejudice. Therefore, the rejection under § 103(a), as to claims 3-5 and 8-10, 
is now moot. 



CONCLUSION 



In light of the above remarks, Applicant submits that the present Amendment places all 
claims of the present application in condition for allowance. Reconsideration of the application, 
as amended, is requested. 

No amendment made was related to the statutory requirements of patentability unless 
expressly stated herein; and no amendment made was for the purpose of narrowing the scope 
of any claim, unless Applicant has argued herein that such amendment was made to distinguish 
over a particular reference or combination of references. 

If for any reason the Examiner finds the application other than in condition for allowance, 
the Examiner is requested to call the undersigned attorney at the Los Angeles, California, 
telephone number (213) 623-2221 to discuss the steps necessary for placing the application in 
condition for allowance. 



Lee, Hong, Degerman, Kang & Schmadeka 
801 S. Figueroa Street, 14th Floor 
Los Angeles, California 90017 
Telephone: 213-623-2221 
Facsimile: 213-623-2211 



Respectfully submitted, 

Lee, Hong, Degerman, Kang & Schmadeka 



Date: February 10, 2005 




Lew Edward V. Macapagal 
Registration No. 55,416 
Attorney for Applicant(s) 
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